REMARKS 



Claims 1-3,5-11 and 13-23 are pending in the application. The Final Office Action rejected all 
pending claims. Reconsideration of the Claim rejections is requested in view of the Claims 
amendments, Examiner Interview and following Remarks. 

A telephonic interview with Examiner Thanh Lam was conducted on February 21, 2006, through 
an Applicant Initiated Interview Request, in regard to the above-referenced application. The 
participants of the interview included Examiner Thanh Lam, Inventor Raquib Khan and Patent 
Attorney Jeffrey Wax. No exhibits were utilized during the interview. Claims 1, 5, 6, 7, 9 and 17 
were discussed. The Office Action cited references entitled Hall (US 2003007701 1), Woelki (US 
5971617), Takahashi (U.S. 5622434) and Takahashi (U.S. 2003/0123763) were discussed. 

Independent Claims L 9 and 17 

It is submitted that the present amendment to claims 1, 9 and 17 were not made prior to the Final 
Office Action since Applicant erroneously believed that an agreement was reached as to allowable 
language of the claims. Following a second Examiner interview, it is understood that as to claims 

1, 9 and 17, the Examiner will favorably view the word "consists" rather than "comprises" relating 
to the silicon containing copper alloy, which is agreeable with Applicants. 

Amendment to Claims 2, 10 and 18 

Claims 2, 10 and 18 are re-presented as they appeared in Applicants originally filed application. 
The Examiner previously issued a Restriction requirement as to these claims and at that time 
Applicant requested that, upon the allowance of a linking claim under MPEP 809, the conical 
shaft and conical sleeve limitations of claims 2, 10 and 18 be included and written in dependent 
form or otherwise include all the limitation of an allowed linking claim. It is submitted that claims 

2, 10 and 18 are linked to and include all the limitations of their respective independent claims 1, 9 
and 17, and as such should be allowed. 

Claims Rejected Under 35 U.S.C. $ 103(V) 

The Office Action rejects claims 1-23 under 35 U.S.C. 103(a) as being unpatentable over Goto 
(U.S. 6,552,456) in view of Takahasi (U.S. 2003/0123763). The Office Action further cites HaU 
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(US 2003007701 1), Woelki (US 5,971,617), and Takahashi (US 5,622,434) for the materials 
bronze and brass. Applicants traverse the claims rejection to show that obviousness is not 
established. Features of Applicants claimed invention are not taught or suggested by the 
references either individually or combined. Further, there is no suggestion or motivation either in 
the references or in knowledge generally available to one of ordinary skill in the art to modify the 
references or combine the references. 

In Applicants independent claims 1, 9 and 17, as amended, the silicon containing copper alloy 
consists of silicon bronze . Applicants submit that the general disclosure of bronze by the cited 
references Hall , Woelki , and Takahashi (US 5,622,434) fails to anticipate or make obvious 
Applicants claimed invention. Additionally, the notion that a genus does not generally constitute 
an anticipation or necessarily make obvious a species falling within the genus unless the specific 
species is also disclosed is well supported by case law. Applicants have disclosed inventive 
features not taught or suggested by the cited references including silicon bronze (claims 1, 9 and 
17), silicon bronze having specific compositions (claims 5, 6, 13, 14, 20 and 21), and counter 
surfaces to silicon bronze (claims 7, 15, 22). Applicants conducted experimental studies and 
provided wear test results of silicon bronze and a counter surface (Fig. 5), also not disclosed by 
the cited references. 

Notably, the Examiner suggested that the choice of wording of the presently amended claims 1, 9 
and 17 overcomes the 35 USC § 103(a) claim rejection. 

Dependent Claims 2-3. 5-8. 10-11. 13-16 and 18-23 

It is submitted that Applicants dependent claims 2-3, 5-8, 10-11, 13-16 and 18-23 are allowable 
for at least the reasons stated above with regard to the independent claims. Further, Applicants 
dependent claims recite further features and combinations of features that are patentably distinct 
and not taught or suggested by Goto and Takahashi even as combined. 
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CONCLUSION 



In view of the foregoing, it is submitted that claims 1-3, 5-1 1 and 13-23 as amended patentably 
define the subject invention over the cited references of record, and are in condition for allowance 
and such action is earnestly solicited at the earliest possible date. 

If the Examiner believes a telephone conference would be useful in moving the case forward, 
please contact the undersigned at Tel. (310) 312-1500. 

Respectfully submitted, 



THE WAX LAW GROUP 





Jeffrey S. Wax 
Reg. No. 51,364 
Tel. (310)312-1500 



Jeffrey s. Wax 
Wax Law Group 
2118 Wilshire Boulevard 
Suite 407 

Santa Monica, California 90403 



/ hereby certify that this correspondence is being deposited with the 
United States Postal Service as first class mail in an envelope 
addressed to: Mail Stop AF, Commissioner for Patents, P.O. Box 
1450, Alexandria, VA 22313-1450 on February 22. 2006. 



Virginia Wilson February 22, 2006 



Tel. (310)312-1500 
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